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REMARKS 



Bearing in mind the coimnents in the Official Action, the application has been amended 
as to place it in condition for allowance. An early indication of the same would be appreciated. 



SO 



Claims 1-67 are now pending in this application. Claims 1 . 37. and 5 1 are independent 
Clanns 1-7. 16. 25. 26. 35. 37. and 51 have been amended, and claims 55-67 have been added by 
this amendment No new matter has been added by any claim amendment or new claim. 

The Specification has been amended to correct seve^ oocuirences of Tm" to read "urn" 
These tjTKjgraphical arrors rmlted from an enoneous conversion between word pnxessing 
formats. No new matter has been entered by this amendment. 

Withdrawal of the rejection of claims 2. 5. 16. 25. and 26 xmder 35 U.S.Q §1 12 second 
paragraph, as being indefinite, is requested. These claims have been amended in manner that is 
believed to remove the bases for indefiniteness. 

As for thepi^ousrecitationof-abcut-cyectM to by the Examiner. 
have been amended to recite "approximately", ^e use of the words 'substantially' and 
•approximately' in a claim does not necessarily render it vague and therefore invalid under 35 
U.S.C. §1 12." As the Board of Patent Appeals and hitetferences has stated. "[i]n rgecting the 
elaun under the second parag^ph of 35 U.S.C. § 112. it is incumbent on the Examiner to 
estabhsh that one of ordinary skill in the pertinent art, when reading the claims in the light of the 
supportmg specification, would not have been able to ascertain with a reasonable degree of 
precision and particularity in the particular area as set out and circumscribed by the claims ^ 

Applicants respectfullysuggestthatapersonofordinaiy skill in the art would not have been 
confined by the recitations of "about" or "approximately" in this art. Therefore, withdrawal of 
the mdefiniteness rejections is requested. 
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Withdrawal of the rejection of claims 1, 2, 5-11. 13, 14, 16. 17, 20-27. 29-32, 34. 37. 39 40 
43-49. and 51-54 under 35 U.S.C. §103(a) as being unpatentable over Duncan et al, (US 4,585,931) 
in view of Iwai (US 4,41 8,467) is requested 

At the outset. Applicant notes that, to establish ^prima facie case of obviousness, three 
basic criteria must be met. First, there must be some suggestion or mortvation. either in ihe 
references themselves or in the knowledge generally available to one of ordinary skill in the art 
to modify the reference or to combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference must teach or suggest aU the ciaim 
limitation^ (emphasis added). Further, the teaching or suggestion to make the claimed 
combination and the reasonable expectation of success must both be found in the prior art. not in 
^licanfs disclosure/ 

An essential evidentiary component of an obviousness rejection is a teaching or 
suggestion or motivation to combine the prior art references.^ Combining prior art references 
without evidence of a suggestion, teaching or motivation simply takes the inventors' disclosure 
as a bluepnnt for piecing together the prior art to defeat patentability - the essence of hindsight « 



"lliere are three possible sources for a motivation to combine references: the natme of 

theproblem to be solved, the teachings of the prior art, and the knowledge of per«,ns of o^ 
skill m the art." Further with regard to the level of skill of practitioner, in the art, there is 
nothmg in the statutes or the case law which makes 'that which is within the c^abilities of one 
skiDed m the art" synonymous with obviousness.' The level of skill in the art camiot be relied 
upon to provide the suggestion to combine references." 



' -See MPEP §2143. 

crSV*''^;3?r'^^"^Q''^''*38(Fed.Cir. 1991) and MPEP §2143 

' S£r - 

SeeMPBP §2143.01. citmg^Wite Con^. v, ysilnninc. 50USPQ2d 1161 (Fed. Cir. 1999). 
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Duncan et al. represents the conventional approach for identifying semiconductor wafers 
using bar code identification indicia, as discussed in the present Specification. Further, Duncan 
et al. is directed to a technique for solving a bar-code readability problem by widening the bar 
code aspect ratio. As also discussed at page 7 of the Specification, for example, bar codes on 
semiconductor wafers typically cannot be read after process steps have been completed, and use 
of bar codes for such semiconductor wafer identification is at least undesirable in this respect. 
Thus, Duncan et al. teaches away fiom at least one aspect of Applicants' invention, as recited in 
independent claims 1, 37. and 51. as amended. Further. Duncan et al. does not teach or suggest 
use of a digital information pattern, which is other than a bar code pattern. 

Iwai is directed to a method for manufacturing a semiconductor device having alignment 
or information marks on a side surface thereof. Based upon the disclosure of Iwai, the 
information mark may be letters or numerals, or "other characters such as hiraganis, katakanas, 
and Greek letters, or symbols such as bar patterns."'^ Iwai does not teach or suggest use of a ' 
digital information pattern, which is other than a bar code pattern. 

m particular, the applied art. either alone or in combination, does not teach or suggest a 
semiconductor wafer which hu^ludes, among other features, "a plurality of pits in the 
semiconductor wafer, the pits being arranged in a digital information^roviding pattern other 
than a bar code pattern which is readable before, during and after completion of processing on 
the wafer**, as recited in independent claim 1, as amended. 

hi addition, the applied art. either alone or in combination, does not teach or suggest a 
method of encoding information on a semiconductor wafer which includes, among other 
features, "converting the information into a digital form other that a bar code pattern", as 
recited in independent claim 37, as amended. 

Further, the appUed art, either alone or in combination, does not teach or suggest a system 
for encoding information on a semiconductor wafer and trading the information, wherein the 
system includes, among oth er features, "a plurality of pits fbmied on the semiconductor wafer in 

" See Iwai (US 4,41 8,467), col. 7, lines 21-25. 
09/527.761 J J 

Received lrom<2l)2 293 6229>atW22:03:46PM [Eastern Daylight TiTO^ 



mY-30-2002 14=04 CONNOLLY BOUE LODGE &HUTZ 202 293 6229 P. 12^25 



a digUal informadon-proyuBng patt^ tnher than a bar code pattern", as recited in 
independent claim 51, as amended. 

Accordingly, reconsideration and allowance of independent claims 1, 37 and 51 are 
-quested. Further, as dependent claims 2-36, 38-50, and 52-54 variously and ultimately depend 
flom mdependent claims 1, 37. and 51 and. consequently, incorporate their aUcwable features 
these dependent claims axe also submitted as being allowable, without recoui^e to the additional 
patentable limitations respectively recited. 

Withdrawal of the rejection of claims 3. 4. 48. and 50 under 35 U.S.C. §103(a) as being 
unpatentable over Duncan et al. and Iwai in view of Moh et al. (US 6.214.250) and Yano et al (US 
6^68.641) is requested. Even assuming that Moh et al. and Yano et al. a,, property combinable 

w,ftDuncanetaI.andIwai, Moh etal-andYanoetal. do not makeup for d^epreWouslyidentifi^ 
deficencxes of Duncan et al. and Iwai as discussed above with respect to ind^ent claims 1 and 
37. nierefore. reconsideration and aUowance of claims 3, 4, 48. and 50 are requested. 

Withdrawal of Hie rqection of claims 12. 18. 19. and 41 under 35 U.S.C. §103(a) as being 
unpatentable over Duncan et al *aid Iwai in view of Young et al. (US 5.792.566) is requested. 

Young et al. is directed lo improved commercial single crystal wafe,,. which have a stress 
concentrationnotchthatallomcleavingthe crystal alongadesiredcleavagepl^^^ Notch 172 
offered by the Official Acdonasdisclosing'Uepit^ is actuallyastressconc^^^^^ 
by lon^tudinalcutl71.Notchl72iacihtatescleavageofflie crystal wafer by conc^^^^^^ 
cleavmg forces applied at ornear the score line. AppHcantssubmitthatYounge^al. is 
the solution of a completely different technical problem, and is therefore submitted as not being 
properly combinable with Duncan et al. and Iwai. 

Even assuming that Young et aL is properly combinable with Duncan et al. a«l Iwai which 

Apphcants do not admit. Young etal. do notmakeup for thepreviouslyidentifieddeficienciesof 
Duncan et al. and hvai a. discussed above with respect to independent claims I and 37. lUerefox. 

reconsideration and aUowance of claims 12, 18. 19.and4l arerequested 
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Withdrawal of the refection of claims 15. 36, and 42 under 35 U.S.C. §103(a) as being 
unpatentable over Duncan et al. and Iwai in view of Yagi et al. (US 5,324,609) is requested. 

Yagi et al. is offered as teaching the coating of the surface of the wafer with silicon 
carbide. While this may be mie. dependent claim 1 5 recites that the wafer comprises a coating 
on the surface of the pits, not on the surfece of the wafer, and method claim 42 recites a .tep of 
coating the pits with a coating. 

As for the motivation to combine Duncan et al. and Iwai with Yagi et aJ. in the manner 
suggested by the Examiner, Applicants submit that the Official Action has not established the 
pn>per motivation to combine the references. Yagi et al. is directed to a Carlson system 

electrophotographic photoreceptor havingasmall dark current decayand improved mech^^ 
strength, and which finds application in a laser printer, for example. 

The Official Action indicates that Yagi et al. discloses coating the surface of the wafer 
with silicon carbide, bu t b«>adly points to nol S. Iine 5t ... o ...... ^ ^.^^ 

the asserted teaching with precision. THe portion of Yagi et al. referenced by the Examiner 

merely teaches how to build the photoreceptor. However. Yagi etal. at col. 7.1ines4-14does 
disclose that amorphous siUconcaAide may be used to form an intermediate layer between 
surface layer and photoconductive layer to lessen the influences of surfece oxidation on the 
surface layer, and also to block charge injection fiom the surface layer. 

Whether or not Yagi et al. teaches or suggests coating a surface of the wafer with silicon 

carbide, it is clear thatYagi at al. does not teach orsuggestaplurahtyofpits in the semicond^^^^ 
wafer arranged in a digital information-providing patten, and still further does not teach or 
suggest that a surface of the. pits are coated with, for example, silicon carbide. 

^'"^^^'^^Offi^^lAcliongoesontostatethat'Tiltwouldhavebeenobvioustoape^^^ 
havmgskillbtheart...to incorporate the teachings[oqYagi to .he teachi^^^ 

order toprevent/reduce the wear-offandtear^ffofthe^eof the wafer by coating the surface 



09/527,761 

Received (roni<202 293 6229>atW2;03:46PM [Eastern Daylight Tin^^ 



MAY-30-2002 14=04 CONNOLLY BOUE LODGE &HUTZ 202 293 6229 P. 14/25 



orin 



of the wafer. Moreover, such modification would provide the clear reading of the pits since the 
coating of the wafer surface prevent[s] dust materials from testing within the pits, and therefore [is] 
an obvious expedient." Applicants respectfiiUy traverse this assertion. 

Applicants submit that a person having skill in the art would not be motivated to combine 
Yagi et al. wiA Duncan et al. and Iwai. as Yagi et al. is directed to the solution of a completely 
different technical problem than the recited invention. Bvcn a^sunnng, arguendo thatthe 
references are properly combinable as suggested by the Examiner, the applied art. taken alone 

combmaton, does not teach or suggest all theclaim limitations ofindependent claims 1 and37. 
from which claims 15 and 42 respectively depend 

Applicants point out that it is impermissible widiin the framework of 35 U S C §103 to 
pick and choose fiom any one reference only so much of it as will support a given position t« the 
exclusion of other parts necessary to the full appreciation of what such reference fairly suggests 
to one skilled in the art. " Further in this regard. As the Court of Customs and Patent Appeals 
predecessor to the Federal Circuit, has held: 

rilT"^* teachings of cited references must be considered in determining 
wnat they fairly teach to one havine ordinarv slriii in 



having ordinary sWU in lire art. Tiieretevant 
^liTi^T." " "eachingj which would sueecs 

Cfl^f f^?' " mvenlion K. one having ordinay ddU in the art!to? 

Wtach would lex. .uch a penj^ay to fl« cto°*d 



The rejecSon of ebim 15 in to Official Action «noun.., in substance, ,0 notlting more 
hindsight reconstmcaon of Applicants- invention, by relying on isolated teachings of the 
Whcd art, without considedng overall context wifl*, which those teachings are presented 
WtthoM benefit of Applicants' disclosure, a person having ordinars- skill in the a« would not ' 
inow What porUons of [Duncan e. al.. Iwai. and Yagi et .1.J to consider, and what portions ,„ 
d^regard as irrelevant or misleading. " The Oflicial Acdon overreaches by asserting a., the 



In re Wesslau, 147 USPQ 391. 393 (CCPA 1965)". 
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mere disclosure of an amorphous layer of siUcon carbide discloses the dependent claim feature, 
discussed above. 



Accordingly, reconsideration and allowance of claims 15, 36, and 42 



are requested. 



WittdrawaJ of fte rejection of claim 28 ^te 35 U.S.C Si03(.) « being mp>UmAk 
ov« a«K« et .1, a^J Iwti in view of MB«to « al. (US 5,481,095) is le,^ 

J-'*'«^«al««««edtt,.code:eadin6paKema.rfi„„g.pjc^„p,^ 

oir^r°'"°^'^''"°"'°"°''''^"'"''^°'=°°^'''''*°°*=-^« 

^*''«»«i*<''^I^can«aLa„dIwaiaredir«tola>wafi„i^.^ 
th.sw*=of.„ob,c«".«rffl,«Mi«^«.,.i,^„„,„^,^^^^^^^^ 

^d«cu««,.bovewi*,e.pec.toi„dcp«,de„,obin,I, ™er^,eco,^<,e«toaM,anowa«e' 

of claim 28 are requested, 

Wiibdrawal of toe «,ec«on oUl^ 33. 35, and 38 »Hler35 U.S.C. S103(a) a. being 
"npa«n«b,ooverD„ncane,.l..ndIwaiinvie„ofF^i««a,.aJS6,293,.«)i.,e,«a»<l 

f^'''«^-'««c«-'oabarcodein^pr„.«»nsapp.ra«^„bicb^,b^^ 

Z w 'rr'' ' '"^■■™«™->"-*8 P»«em 

(«npb»^ aade.,. as ^,ed ,„ todep«^ olaim and We«n« a,e infom^on 
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Claim 37, as amended. 

Ther.fo«, Applioams submit ta Fujit. « aL «=.h« fe,„ „ <,f 

«d 37. Accortmjly. r«omid=™io„ and ^a«« of chims 33, 35, and 38 «qn«»«J. 
';™'>'P-««««'''^««ta.cl.i™55.6XXXh.veb«ndraft^ 

pua a^ ™„,.n=o.^ a™^ in a ai^ info™a«o„.p„,v«in, p,„^ .nd ' 

-^.ep«.^.iB.««d,<b.ex™p.e.inK, n. ^o,^^^^,^^ 
or suggests this feature. 

Wo»aUon-p»vidinap.«en.isan<.n.,i™rycod«.p«.™.a^«„p,^.^,^ 
«^«p..Ha™g«,ea.ft^aiire™,^^^„^„^„,^^_^ 

and top of page 12 of the Specification. 

d^^«nto«»„.p„v,dn,gp.„emU.™„.bi„a,yood«ipa,«n.a™Jtoepto,i,yofpi,s 
— ap,^i^„,«ff^«,^^^„^^,^^^^^ J^^^^^^^^^^ 

rrorzrr''"^--^'^*-"-— --"-"^ 

Cona,d=n.ta and allowance Of «„dep«,e„,„^^,S^,^^_^_^^^ 
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m view of the above, consideration and allowance of pending claims 1-67 are. therefore 
respectfully solicited, 

I"*««v«»ttheExaminerbelievesaninterviewmightservetoadvancemeprose^^^ 
of this application in any way, the under^gned attorney is available at the telephone number 

notedbelow. Further.i„theeventthataNoticeofAllow^^ 

this Amendment, the undersigned requests that a pen«,nal interview be granted with the 

Supervisory and Assistant Examiners in this case. 

Pur^antto37CF,R.§§l.i7andl.l36Ca).Apphcanthere^^ 
>meforone(,)nionthto^^ 

3a 2002mconnection with this app«^^^^^^ 

LBLH Deposit Account No. 22-01 85 is enclosed herewith. 

Fees for excess claims are to be charged to BM Deposit Account No. 09-0456. 

Respectfully submitted. 



Lany J. Hume, Reg. No. 44,163 
Customer Number 30678 
Connolly Bove Lodge & Hutz LLP 
1990 M Street. N.W„ Suite 800 
Washington, D.C. 20036-3425 
Telephone: 202-331-7111 



Enclosure: Specification after Amendment 
Clahns after Amendment 
Petition for one (1) month extension of time 
Transmittal sheet for excess claims 



09/527,761 

Received lroin<2l)2 293 6229>alOT022:03:«PMIEasteni Daylight Tim^^ 



mY-30-2002 14:05 



CONNOLLY BOUE LODGE 8,HUTZ 



202 293 6229 P.IS/ZS 



Please amend the Specification as follows: 



l«« about 2.3 ftH!tt.mto Ihe material of the scmicowlMor wafer.- 

Pkaae «pla« ,h= paragraph « Une 4. pag. 13 of the Sp^iScation with the followtag 

replacement paragraph: wuowmg 

lo.er»eacho««r. Along ,hea.li«a.thepitan.yhetaei»epat««,aom^j«i,^^^^^^^ 
■ea.tabo«.5ft.ua,.^.«„^j,^,p.,^j,,^^^^^.^_^^^__^^^^_ 

Typ.cally,thep,t.a,e„„nd.haveadia.eter„fabom0.6ft.,^toabo..,.0ft.^anda 
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iun fiom adjacent pits.-- 
foIJowing replacement paragraphs: 

jr*' "'"""^ "^-^^^ '^p'^^ea 

surface of a semiconductor wafer Tin* r.hc r ^ . ^« wii a 

50te.am.wide. ■"»™>i«>nd„c^,rwtf„ 50 ^«ch about 



by be™. 60. Hg. 3 povide. . r,^..^ , ^^^^ 

fl,eS„Jirr'"r'''"''^'""^*"""°"''"'«^"-''™*»S™'i-'.P>Se34of 
fte Specificton wth ac followmg replacement paragraph; 

■■f'""'-'=^'°«Sl2.pi«maybefon,,edtaa.™co«.„c.M„aftrm™™^ 
fonning alphanumeric characters Pis 12 illu«™.«^ w "crmetoups 

"srs- Kg. 12 illiMlrates t™ characters. Each character is about 5 



I 
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50tei«.byabo»,20do,.havfagaI«gaofab«„.50F^.Suchch^.„„„,ddvca 
characters readable by the naked eye.- 

a4^^.„.aaep«,CD)ofabouUi^U^,„aarc,ac.dap»«ad,«a„ce(S)of=bo.,0.75 

th. wafer. Typ.cally,a,api„ are formed a. fca« 2.5 ft.^d^ta«asrtaceofa 
»..co«,„c«r.afe. r„ geoe^t ««pi„™ybeabo», 1.5 abp„. 3 fi^dcp. 

Th. apad„g bc«v.»n a,Sac.,„ pi., and behveen adjacent rows of pi« may ata ™y. 
0^fte„U,erba.d.adjacc„.r„ws„fpi«.^ieany are spaced abo«0.5B.^.oabo^Z0ft. 



JinLapart..- 



""^■^'^"hcP-agraph.WagaH^eS.pageJSoftf.eSpecificadonwiththe 
following replacement paragraph: 

-In the embodiment shovra in Fiss 13-16 I'fsn . . 

. . ^-^ ^'*'"^'*«»-iim-were required to encode an 

c W.er. 50 c We. co.d be .coded ,n a ,i„e abou. 2.5 „.,U.e.e.. 
Tl-reft,,^ d„ «,bod»e„, ^ p^^, 13.,6 «« „^ i. easy » encode wafer .ena, 
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Claims after A mendment 

INTHRO ATTVffg. 

Please amend claims 1-7, 16, 25, 26. 35. 37. and 51 as follows: 

1. { fended) , A semiconductor wafer, comprising: 
apluralityofpits in the semiconductorwafer. the pits being arr^^^ 

dunng and after completion of processing on the wafer. 
2. ^^^SiendedLThe wafer according to dm^ 

rog,o„o,.,„ wafer. w,e«i.tt,e™^i,^^^,^^^„„^,^J^^^^__^=*- 

4. teai^ae wafer according to claim 3. wherdn ft. 
-**«^dep*a^,Hapi«Havca«^„«^^,^^^^^'™'^^«'°''' 

~^-.,..erc.fta^._,„^^^^^_,^^ 

6^ Mo^Tl^waferacoording^ cUi„ ..wh.^.fccJUi!.Ulfen«ua 
»«n.o^.s«a.,ca«o„eon.a«^^ 
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35. i^^SSQdedLThe wafer according to claim 33 w Wit, . 
2 '^'^^^'''^Ol^.^r^,^^^^^^^^^^ 



comprising: 



■wherein th^ rfjfWf,! HfnrmitiiiMnimiiUiJu uiiLi^..._ji^. ■ . 
means for reading the information encoded by the pits. 
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